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DETAILED ACTION 
Response to Amendment 

1. Amendments were received 11/4/10. Claim 1 is amended. Claims 2-4, 12, 13 are 
as originally filed. Claims 8-1 1 and 20-25 are as previously presented. Claims 5-7 and 
26 are canceled. Claims 14-19 are withdrawn. Claims 1-4, 8-13, 20-25 are currently 
under examination on the merits. 



Claim Rejections - 35 USC § 1 12 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claim 1 is rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

4. The phrase "all thermoplastic resins" lacks support from the specification and is 
therefore new matter. Page 19 of the application does not include support for any "all 
thermoplastic resins." 

5. Additionally, there is insufficient support in the specification for the phrase 
"present in a proportion of 0 to 5 parts by weight ..." (claim 1 , line 7). Page 1 9 of the 
application does not indicate that the compound may exist in a proportion of "0 to 5." 
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Additionally, it should be noted that although language was suggested by the previous 
Examiner, the original specification does not provide strict support for specifically "0 to 
5" parts by weight, and therefore the suggestion is withdrawn. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

9. Claims 1 -4, 8-1 3 and 20-24 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Yoshida et al. (JP 07-085722), see Translation (NPL document U, 
see Examiner Cited art 10/01/08), in view of Kouyama et al. (U.S. 4,897,238 see 
Examiner Cited art 1 0/1 3/09) and further in view of Krone et al. (U.S. 4,937,032 see 
Examiner Cited art 6/4/10). 

1 0. Regarding claims 1 and 20-24, Yoshida et al. discloses a semiconductive film 
having a composition of 5-40 parts conductive filler to 100 parts polymer ([0008]), inter 
alia poly ether ether ketone, ([0007]). Yoshida teaches that this film may be created by 
extrusion ([0010]). The conductive filler of Yoshida et al. is disclosed as being sold 
under the trade name "KETCHIEN black EC," which is believed to be the same as the 
instantly disclosed "Ketjen Black EC" (Example 1 , Page 36). Yoshida et al. also 
discloses that the semiconductive film have a volume resistivity of between 10 A 1 1 and 
1 0 A 1 2 ([001 3]), with a variation of 1 -1 0 times the minimum value, which overlaps the 
instantly claimed range (see also the discussion below of thickness variation, [0013]). 
The thickness is also disclosed as being 150 microns thick ([0012]). The carbon black 
used has a DBP oil absorption rate that reads on the claims (See Yoshida Claim 1). 

Yoshida et al. does not explicitly disclose the product by process steps of claim 
1 . Kouyama et al., with is also directed towards extruded sheets made out of PEEK and 
resins substantially chemically equivalent to PEEK for the purposes of extrusion (C 1 , 
L55-65, C8, L35-65). Kouyama et al. discloses that the extrusion occur with a lip 
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clearance of 0.5mm and a cooling temperature of 79 degree C, which is about 80 
degrees C (C17, L30-40). The cooling conditions and extrusion methods of Kouyama et 
al. are disclosed as resulting in an amorphous film (C10, L30-40). One having ordinary 
skill in the art would have found it obvious to have used the lip clearance and cooling 
temperature of Kouyama et al. in the method of making the film from the composition of 
Yoshida et al. in order to impart desirably amorphous properties to the product. It should 
additionally be noted that the method of making a film as disclosed by Kouyama, would 
inherently result in a film with thickness variations such that the maximum value of the 
thickness being 1 to 1 .3 times as thick as the minimum thickness. Absent a showing to 
the contrary, the film of Yoshida created in the manner of Kouyama would result in this 
further tailoring of the range already disclosed by Yoshida (variation of 1-10 times the 
minimum value, see Yoshida [0013]), and therefore the modified Yoshida reads on the 
range of thickness of the presently examined claim. 

Regarding the "Folding Endurance," considering the substantially identical 
composition and method of forming the film of the disclosed semiconductive resin of the 
prior art with the instantly disclosed examples (i.e. Example 1 , page 36-37), the 
semiconductive film of modified Yoshida et al. would exhibit the instant claimed 
properties. Regarding the consistency of the film's thickness, it would have been 
obvious to one having ordinary skill in the art to have maintained the most consistent 
thickness along the length of the film in order to minimize variation in the 
semiconductive properties of the belt. 

Regarding the "at least one other thermoplastic," Kouyama discloses that 
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additives can be incorporated into the PEEK resin mixture (C9, L55-65) but does not go 
into any specifics as to how much. Krone et al. which is directed towards a PEEK 
containing composition (C5, L 10-45) discloses similar additives to those reference in 
Kouyama and specifically mentions that thermoplastic impact modifiers and elastomers 
can be used as additives at up to 15 percent by weight. Hence it would have been 
obvious to have added the engineering thermoplastic impact modifiers and elastomers 
as additives at less than 1 5% as taught by Krone to the composition of modified 
Yoshida to adjust the impact strength and elastomeric properties of the overall 
composition. Also, independent of the Krone reference, one having ordinary skill in the 
art would have found it obvious that the additive mentioned in Kouyama would include 
some thermoplastic additives and that they would be present in a relatively small 
amount compared to the main components of the film (i.e. an amount less than 5%). 
Finally, because the proportion of other thermoplastic resins may be 0, the other 
thermoplastic resin may alternatively be interpreted to not be present. 

1 1 . With respect to claims 2-4, regarding the various physical properties (tensile, 
tension and tear strength) as with the folding endurance, given the substantially similar 
ingredients and process conditions, the prior art's film would posses these properties. 

1 2. With respect to claim 20, the carbon black used has a DBP oil absorption rate 
that reads on the claims (See Yoshida Claim 1). With respect to claim 21 , Yoshida et al. 
also discloses that the semiconductive film have a volume resistivity of between 10A1 1 
and 1 0A1 2 ([001 3]), with a variation of 1 -1 0 times the minimum value, which overlaps 
the instantly claimed range. With respect to claim 22, as explained with reference to 
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claim 1 above, given the substantially similar ingredients and processing conditions of 
the film of the prior art the instantly claimed folding properties would be present. 

1 3. With respect to claims 23 and 24, Kouyama discloses the instantly claimed 
processing conditions. Kouyama et al. discloses that the extrusion occur with a lip 
clearance of 0.5mm and a cooling temperature of 79 degree C, which is about 80 
degrees C(C1 7, L30-40). 

1 4. Regarding claims 8-1 3, modified Yoshida et al. discloses all of the limitations as 
set forth above. Additionally, Yoshida et al. discloses that the conductive filler is carbon 
black and has a DBP in the range of 30-700 ml (i.e. B and A with DBP of 200-700 and 
30-180 ml, [0004]). The carbon black used "KETCH I EN black EC," is believed to be the 
same as the instantly disclosed "Ketjen Black EC" (Example 1 , Page 36) and is an 
acetylene or oil furnace black. Given the substantially similar type of carbon black (i.e. 
trade name and DBP ratio) the conductive filler of Yoshida et al. will exhibit the claimed 
volume resistivity and volatile matter content as instantly claimed in claims 8-10. With 
respect to claims 11-13, Yoshida et al. also discloses that the semiconductive film be 
used as a charge control member either as part of a tuber roller or a semiconductive 
belt ([0010]). 

1 5. With respect to claim 25, the instantly claimed chemical structure is that of a poly 
ether ether ketone which is disclosed in all the prior art references (See Yoshida, 
[0007]). In Kouyama when PEEK is combined with PTK the PEEK is not disclosed as 
being a copolymer and is therefore a homopolymer. 
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Response to Arguments 

16. Applicant's arguments filed 11/4/10 have been fully considered but they are not 
persuasive. The substance of these arguments is considered below. It is believed that 
each of Applicant's arguments have been considered in full and are addressed in the 
rejections above or in the responses below. 

1 7. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1 981 ); In re Merck & Co., 800 F.2d 1 091 , 231 USPQ 375 (Fed. Cir. 
1986). 

1 8. Applicant argues that Yoshida does not teach a film created by extruding from a 
die, however at [0010], Yoshida teaches that the conductive resin may be formed into a 
film or sheet through extrusion, which therefore does not teach away from the 
processing of a film as taught by Kouyama. 

1 9. Applicant additionally argues that Yoshida does not teach the cooling 
temperature range and the lip clearance of the presently examined application. But as 
shown above, Kouyama does disclose these claimed features. 

20. Regarding the amount of thermoplastic resins other than the PEEK, Applicant 
argues that the amendment ("all thermoplastic resins ... poly(ether ether ketone)," 
please see Applicant's Remarks dated 1 1/4/10, page 12), in accordance with the 
previous Examiner's suggestion, eliminates Kouyama as a reliable obviousness 
reference. However, the amendment is not strictly in accordance with the Examiner's 
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suggestion, as the Examiner's suggestion did not include the phrase from "0 to 5 parts." 
This phrase implied that the other thermoplastic resin may be not present in the 
composition. Therefore Kouyama is still relevant and the obviousness rejection remains 
appropriate. Applicant further argues that "Kouyama discloses technical matter relating 
only to the use of poly(arylene thioether-ketone) and does not contribute anything 
specifically to analysis of presently amended claim 1 ." Examiner respectfully disagrees. 
Kouyama teaches that blending of thermoplastic resins is economically advantageous 
(col. 9 lines 20-30). 

21 . Applicant again argues that their cooling temperature yields unexpected results. 
Regardless of the substance of this assertion, such a cooling temperature is known, as 
taught by Kouyama. Claim 1 has been amended to better conform to the data of 
Applicant's Declaration of 2/8/10, but this amendment has not obviated the previous 
obviousness rejection. Yoshida discloses a film with low variation of thickness ([0013]) 
and Kouyama teaches a process according to the one that has been claimed. Applicant 
has admitted (please see Declaration under 37 CFR 1 .132 dated 2/8/10 and Applicant's 
remarks 2/16/10) that the decreases in variation of film thickness result from the method 
of cooling extruded film. As has been shown above, this cooling is disclosed by 
Kouyama. Therefore, the extruded film as taught by modified Yoshida would have 
variation of thickness properties reading on the presently claimed range. 

22. Applicant additionally argues that because Kouyama discloses a process for the 
production of a poly(arylene thioether-ketone) film, it may not serve as a basis for an 
obviousness rejection. The Examiner respectfully disagrees. Despite the inclusion of 
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supplementary material suggesting that molecular chemistry is relevant to the rheology 
plastics and therefore to their processing (see Applicant's Remarks dated 2/1 6/1 0, page 
1 6), Applicant has failed to show that these particular polymers would differ from each 
other with regard to the extrusion. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ANTHONY J. FROST whose telephone number is 
(571)270-5618. The examiner can normally be reached on Monday - Friday; 8:00 - 4:30 
est. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Ortiz can be reached on (571 )272-1 206. The fax phone number for 
the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Angela Ortiz/ 

Supervisory Patent Examiner, Art 
Unit 1798 

/A. J. F./ 

Examiner, Art Unit 1798 



